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REISSUE DECLARATION 

Sir: 

I, Ruy Tchao, declare that I am a citizen of the United States and a resident of Flourtown, 
Pennsylvania, and: 

that I beUeve that I am the original and first sole inventor of the subject matter claimed 
in U.S. Patent No. 5,601,997 (hereinafter the '997 patent), entitled "Chemotaxis Assay 
Procedure"; 

that I have reviewed and understand the specification of the accompanying reissue 
appUcation, including the claims; 

that I believe that I am the original and first sole inventor of the subject matter which is 
claimed and for which a reissue patent is sought; and 

that I acknowledge my duty to disclose to the U.S. Patent Office all information known 
to me to be material to patentability as defined in 37 C.F.R. §1.56. 

I further declare that I believe the above-identified original patent to be partly inoperative 
or invalid by reason of my claiming less than I had a right to claim in the original patent. 



Specifically, I believe that the original patent is partly inoperative or invalid for including 

limitations in the claims which were not required by the prior art. 
« 

Dxiring the course of negotiations to license certain of my rights in the *997 patent to 
Becton Dickinson and Company (hereinafter "Becton") certain limitations in the claims thereof 
came to my attention. In particular, after reviewing the specification and issued claims of U.S. 
Patent No. 5,601,997 and consulting with patent attorneys at Becton and the law firm of 
Hofl&nann & Baron, LLP, who are outside patent counsel for Becton, I came to the realization 
that I had inadvertently failed to claim certain broad aspects of my invention. 

I believe that the error constituted inadvertent failure to appreciate the fiill scope of 
claims which were available in view of the prior art, and that the error arose without any 
deceptive intention on my part. 

Claim 16 of the reissue application corresponds generally with claim 1 of the '997 patent 
Claim 16, however, differs firom claim 1 in at least one respect including, for example: 

The limitation "relating to the use of a radiation opaque membrane" included in claim 
1 does not appear in claim 16. Claim 16 additionally recites the use of a "permeable, detection 
blocking membrane". No art was cited against this claim 1 by the Examiner. 

These and other limitations in claim 1 resulted from the apparent failure of myself and 
prior patent counsel to fiiUy appreciate the limiting nature of the claim limitations, as well as 
failure to fiiUy appreciate the full scope of the invention as taught by the specification. 

In the course of attempting to license my patent to Becton, I was advised by Becton' s 
outside counsel of the narrow scope of coverage to which the '997 patent may be entided as a 
result of such limitations. Dxiring prosecution of the application, I did not fiiUy realize or 



appreciate the effect of these limitations on the scope of coverage provided by the resulting 
patent- 



I have always felt that a significant aspect of my mvention is its applicability to any assay 



which lends itself to the use of a permeable, detection blocking membrane for detecting and/or 
identifying and/or quantifying biological material present on one side of the membrane but 
without detecting/identifying/qxiantifying biological material that has not crossed the membrane. 
Furthermore, I have always believed that another significant aspect of my invention was to 
provide an assay that was substantially non-destructive of the biologk:aI material that was being 
detected/identified/quantified notwithstanding the nature of the assay. Through inadvertent 
error, none of the claims of the '997 patent either as originally submitted or as allowed, claim 
these specific aspects of my invention. 

Furthermore, all errors being corrected in the present reissxie application arose without 
any deceptive intention on my part. 

I declare that all statements made herein of my own knowledge are true, and that all 
statements made upon information and belief are believed to be true, and further that these 
statements were made after being warned that wilful false statements and the like are punishable 
by fine or imprisonment, or both, under 18 U.S.C. §1001, and that such false statements may 
jeopardize the validity of this application or any patent issuing thereon. 



Full name of sole or first inventor Ruv Tchao. Ph.D. 

Inventor's Signature Date ^.Z/ M^JP 




Residence 404 Cedar T.ane. Flourtown. PA 19031 Citiz enship U.S.A. 



Post Office Address 
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REQUEST FOR TRANSFER OF DRAWINGS FROM ORIGINAL PATENT 

TO REISSUE APPLICATION 

Please transfer the drawings from original patent, 5,601 .997 ^ fjig^j Qp 

February 199*1 , for the invention entftift ri Chpmnfavi g a^^^^y 

Prnr-tarj7iT-a 

to the reissue appiication, the specification of which: 

SI is attached hereto. 

□ was filed on 

ber / 



., as reissue application num- 



Oate: 



Reg. No.: 40,402 



Tel. No. 
Customer No.: 



Signature of practitioner 



Kevin C, Hooper 



(type or print name of practsUonet) 
HOFFMANN & BARON, LLP 
350 Jericho Turnpike 
Jprirhn, WY 1 1 753 



P.O. Address 
(973) 331-1700 



Request for Transfer of Drawings from Original Patent to Reissue Appiication [17-9] 
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Doeut NO. '^^"^^^ 

il^^PUCATION BY THE INVENTOiKf] 



REISSUE APPUCATION BY TIffi INVENTORTOFFER TO SURRENDER 

(37 CJ-R. § 1.178) 

To the Assistant Commissioner for Patents: 

1: The undersigned applicant of the accompanying reissue application for the reissue of 

letters patent for the improvement in ChgffiQta?c1 i=i A^say Prnrpdnrra 

Patent number 5,601^.9^7 granted to him/her on Fg^hrnary n ^ 1 9^7xA/hirh 

S he/she is now sole owner, 

□ _ 

is now sole owner by assignment, and on whose behalf and with whose assent 
the accompanying application is made, 

□ The "ASSENT BY THE ASSIGNEE" to this reissue application is attached. 



Date: 




Signattir8(8) 

Ruy Tchao 



fiype or print name(s)) 



CERTIFICATION UNDER 37 C.F.R. S 1-10* 
(Bepross Mail label number Is mmndmtery.) 
(Exprasa Mail coF U HcaU on ia opOonaL) 



I hereby certify that this correspondence and the documi 

with the United States PostaJ Service on this date 

Mail Post Office to Addressee/ service under 37 

^zy^^C^nc^iG iC^ OS addressed to the: Assistant Commissioner for Patents, Washington, D.C. 

20231. 



to as attached therein are being deposited 
in an envelope as "Express 
C.F.R. § 1.10, Mailing Label Number 



WARNING: 



EARNING: 




cf person mailing papet) 



mailing paper 

Certificate of mailing (first class) or facsihm transmissio^mcedures of 37 C.F.R, § 1.B cannot be 
used to otitain a date of maiting or transmission for ttiis correspondence. 

Each paper or fee filed by 'Express Matir ntuai have the number of the 'Express Mail' maiUng label 
placed thereon prior to mailing. 37 C.F.R, § 1.100). 

'Since the filing of correspondence under §1.10 without the Express Mail mailing latsel thereon 
is an oversi^ that can be avoided by the axerdse of reasonable care, requests for waiver of this 
requirement will not be granted on petition.' Notice of Oct 24, 1996, SOf=ed, Reg. 56,439, at56M2. 

(Reissue Application by the Inventor, Offer to Surrender (37 C.F.R. § 1.178)— Assent of Assignee 

[17.2I"page 1 of 2) 
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Practitioner's Docket No. 102-302 Re PATENT 

REISSUE APPUCATION DECLARATION AND POWER OF ATTORNEY 
(BY INVENTOR(S) OR ASSIGNEE) 



(complete A or B) 



Au d DECLARATION BY THE INVENTOR(S) 

As a below named inventor, I hereby declare that 

My residence, post office address and citizenship are as stated betow next to my name, 
I believe I am the original, first and sole inventor (if only one name 's listed below) or an 
original, first and joint inventor (if plural names are listed below) of the subject matter that 

is described and claimed in letters patent number 5.601 , 997 , granted on 

February 1 1 , 1 997 ^ for which invention I solicit a reissue patent on the 

invention entitled Chemotaxis Assay Procedure 



the specification of which 
12 is attached hereto. 

□ was filed on , as reissue application nimber / and was 

amended on frf applicable). 

[3 I hereby declare that there is no assignee for this application, 

NOTE 'Where no assignee exists, applicant should afffrmadvely state that iact If tf» file record is silent as 
to the existence of an asagnee, it will 6e presumed that no assignee exists," M.REP., 6th ed„ rev, 
7, § 1410,01. 

B. □ DECLARATION BY ASSIGNEE 

NOTE: The assignee of the entire interest may make the dedaration, if the n&'ssue appiication does not seei( 
to enlarge the scope of the daims of the originai patent 37 CF.fl. § 1.17t 



(type or print name of dedarant) Title 

of 

Name of company or legal entity on whose behalf dedarant is authorizBd to sign 

declare that I am a citizen of and resident of 



that the entire title to letters patent number . 



for. 



granted on , 19 to . 



Inventors) 

is vested in 



Name of company or legal entity 

that, I believe said named inventor(s) to be an original, first and sole inventor (if only one 
name is listed) or an original, first and part inventor (if plural names are listed) of the subject 
matter that is described and claimed in the aforesaid letters patent and in the foregoing 
specification and for which invention I solicit a reissue patent. 



(Reissue Application Dedaration and Power of Attorney [17-61--page 1 of 6) 



^ LS!?'",""'" *' - "^'^ " "^"al an infcimatlon disclosure 

statement in acconlance with 37 C.F.R § 1.98. """ion disclosure 

PRIORITY CLAIM 

I hereby claim foreign priority benefits under Trtle 35, United States Code fi iiq 

(complete C or D) 

C. a No such applications have been filed. 

D. □ Such applications have been filed as follows: 



EARUEST FOREIGN APPUCATION(S). IF ANY FILED WITHIN 12 MONTHS 
(6 MONTHS FOR DESIGN) PRIOR TO SAID APPUCATON 



Country 



Application No. 



Date of filing 
(day, month, year) 



Date of issue 
(day, month, 



Priority 
Claimed 



□ YES NO □ 

□ YES NO □ 

□ YES NO □ 



^ ^^^^[^H APP^«^ATION(S). IF ANY RLED MORE THAN 12 MONTHS 
(6 MONTHS FOR DESIGN) PRIOR TO SAID ;S>PU^TOi?^^ 



BENEFIT OF PROVISIONAL APPUCATION 




(Reissue Application Oedaration and Power of Attorney [17^6}-pag9 2 of 



POWER OF ATTORNEY 

Charles R.Hoffinann. Reg. No. 24,102: Ronald J. iatmRea Mo 'saTu'i-r-^MT o-- „ 

TTwmas Kammer. Reg. No. 28,226; Artene 0 MwriTRaTNto ^'^^^ '^^Jl ^O-^^S; Alan ML Sack, Reg No 31 874- a 

Uvia Soyadjian. Reg^Na 34.781; j^ n 'S^Xtli^l^^^^ **'^20: Glenn T.Hen^eS^i°RS No M 074- 

Bacftmann, Reg. No. P41,593; Steven T Zuscto^ ^ P^^i c ' ^l"** -^^^onv £• B«™«. Reg No S si^GiSi^t I ' 

Kevin E. McOemwtteachof themof^OFR^^i^^ "'"•'28; mSamKs^URX%a^J; 

Salva«o.« J. Abbmaese, Reg. Mo. 30 152^^ ^ 1?^1 ^T**"' ^ ^"^ A^«'Sr ^ ' No%T8S5- 
39,939. each Of «em 0, HOFFMANN 4 BSRON,^^a^P^^':;L^^ 



□ 



Tctecfr tf7e following Hem, if applicatle) 
Iw!^ i^^*!'"* P'^0"er(s) associated wfth the Customer Number nm 



SEND CORRESPONDENCH TO 

S Address 

HOFFMANN & BARON, LLP 
350 Jericho Turnpike 
Jericho, NY 11753 



DIRECT TELEPHONE CALLS TO: 

and t^ephona numter) 

Kevin C. Hooper 
973-331-1 700 



□ Customer Number 



Applteation Dedaiafan and Power of Attorney pT-SJ-flage 4 of 




DECLARATION 



m 



statements were made with the knowSoe 1^ to be true; and further that these 

arepunishab/e by fine or .^pr^nr^^f o^b^^ Z^r^Z"^^"^ «^ -"ade 

States Code, and that suct^ZZuZ^^^l^T°" '^^'^^ ^nfted 
application or any patent Issued SJlTn "^^^ ^^^^^ the validity of the 

Slgnature(^ 

a BY THE INVENTOfl(S) 

Full name of sole or first inventor Ruv Trh^^ 

Inventor's signature £^')^^ 



Residence 404 redar- T .a n ^ pi 
Post Office Address Same as Ahnva 



U.S. 



Full name of second joint inventor, if any 
inventor's signature 
Date 



Residence . 
Post OfRce Address . 



Countiy of Citizenship. 



ASSIGNEE 

NOTE: Svan though inventatsf do not 



agn. compJsta above Mbrmation for inmrta^ 
(complete the following, if applicable) 



(typ9 name of assignee) 
Address of assignee 



™e Of po,^, auuwnzed to sign on behalf of assignee" 
□ Assignment recorded in PTO on _ 

Reel 

Frame 



□ A separate □ "ASSIG/^MENT (DOCUMENT! COVER SHEET* 

^^^^_^ORM PTO 1595 is submitted he.w«h'.T^ the assign- 




(Reissue Application Declaration and Power of A«on,ey f17^I-page S of . 



